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Rice & Hurcuins, Inc. v. Vera SuHor Co., Inc. 
(290 Fed. Rep. 124) 


United States Circuit Court of Appeals, Second Circuit 


April 2, 1923. 


Trape-Marks—Unrair Comperirion—Acrvuat Deception Nor Reaqumen. 

The law does not require that any particular person has been 

actually misled; and, if the natural and probable result of the ap- 

pellee’s conduct would be to lead the public to purchase its goods in the 

the belief that they were the appellant’s, it would deceive the ordinary 
purchaser and is unfair competition. 

Trave-Marxs—Score or Prorecrion—DistincuisHep FRoM Patent Mon- 

OPOLY. 

The adoption of a trade-mark does not project the right of pro- 
tection in advance of the extension of trade, but wherever such trade 
goes, attended by the use of the mark, the right of the user to be pro- 
tected against the sale by others of their wares as his wares will be 
sustained. However, the owner of a trade-mark may not, like the 
proprietor of a patent, prohibit upon the theory that he has a mon- 
opoly. 

Trape-Marxks—Unrair Competrrion—INJuNcTION—WuEN GrantTep—Ac- 

COUNTING. 

Where the proof of trade-mark infringement is clear, a court of 
equity will not refuse an injunction for the future protection of the 
owner, although he may be disentitled to an accounting for the past 
profits of the infringer. 

Trape-Marks—Unramr Competirion—“Vera” ror Foorwear—Use or In- 

FRINGING Worp IN Corporate NAME—ApPEAL—INJUNCTION. 

Where, after appellant and its predecessors had adopted and made 
a long use of the word “Vera” as a trade-mark for boots and shoes, and 
had registered it in the United States Patent Office, appellee was in- 
corporated under the name “Vera Shoe Company, Inc.” and began to 
use such name, also the word “Vera” alone on its goods, which it sold 
in territory contiguous to that covered by appellant, the danger of in- 
jury to the latter is sufficient ground for an injunction. Moreover, the 
use of a word in a corporate name which infringes a trade-mark, or 
which, of itself, constitutes unfair competition, will be enjoined by a 
court of equity. 


In equity. Action for trade-mark infringement and unfair 


competition. Decree for defendant, and plaintiff appeals. Re- 
versed. 


Lesser Brothers, of New York City, (William Lesser and 
Benjamin Lesser, both of New York City, of counsel), 


for appellant. 
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Charles F. Murphy, of New York City, (Charles Marvin, 
New York City, of counsel), for appellee. 


Before Hoven, Manton, and Mayer, Circuit Judges. 


Manton, Circuit Judge: The appellant alleges that for 50 
years it and its predecessors have been engaged in the business of 
manufacturing and selling boots and shoes, and that it had estab- 
lished a reputation for quality of its products with the public and 
the trade, and says that it secured a trade-mark of the name “Vera” 
for use on boots, shoes, slippers, and ties made partly or wholly 
of leather, and that it registered the same in the United States 
Patent Office, receiving a grant of trade-mark on October 13, 1903, 
under No. 41,276 and on August 7, 1906, under No. 55,041. This 
trade-mark it now owns, and has registered a similar trade-mark 
in some 51 foreign countries, either causing it to be registered in 
its name or that of its associates. It does a large business through- 
out the United States, as well as in foreign countries, and sells 
shoes bearing the brand name “Vera.” 

The appellee adopted, by incorporation under the laws of the 
state of New York on May 14, 1920, the name of “Vera Shoe Com- 
pany, Inc.” It is engaged in business in Brooklyn, N. Y. The 
charge is that, because of the use of word “Vera” in its corporate 
name and the use of it in the sale of its shoes, confusion has oc- 
curred and is likely to occur with loss to the appellant. It alleges 
that this competition in trade is unfair, and prays that it may have 
a decree against the appellee, its officers and agents, perpetually 
enjoining it from using the corporate name of “Vera Shoe Com- 
pany, Inc.,” or any similar name, on its stationery, signs, checks, 
or manufactured products. Since 1907, the appellant has exclusive- 
ly used the name “Vera” stamped on its shoes and products, and 
the proof shows that in 1920 it did a gross business of approximate- 
ly $600,000. Its factory is in Massachusetts. 

Before the commencement of this suit, the appellant demanded 
that the appellee discontinue the use of the name “Vera”’ in its cor- 
porate name. The appellee declined to do so, but thereafter did 
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add on its letter and bill heads, “This firm not connected with any 
other concern.”” There is evidence that the appellee did imprint 
the name “Vera” on a stock lining and on samples; some 20 or 30 
sample pairs. The reason therefor is given as “just to introduce 
our line.” They have a machine with which they stamp the names 
of their retail dealer on the product. They also stamped, “Made 
by Vera Shoe Company.” Sometimes their salesmen took out the 
stamped shoes and showed them to the trade, stamped with the 
name “Vera Shoe Company.” There is evidence that shoes were 
exhibited and business was solicited in Baltimore, Philadelphia, and 
Washington, and in Texas. While the evidence of sales or efforts 
to sell is somewhat meager, still the company was new in the busi- 
ness at the time of the commencement of this action, and there 
were efforts made to sell, using the name “Vera,” and using the 
phrase “Made by Vera Shoe Company.” We think that the use 
of the word “Vera” was calculated to deceive the trade and purchas- 
ing public, and, if continued, would result in confusion and loss to 
the appellant and the consuming public, and the purchasing public 
would be confused as to the manufacturer of shoes bearing the im- 
print “Vera” or “Made by Vera Shoe Company.” 

The law does not require that any particular person has been 
actually misled. Scandinavia Belting Co. v. Asbestos § Rubber 
Works, 257 Fed. 937, 169 C. C. A. 87 [9 T. M. Rep. 136]; Willys- 
Overland Co. v. Akron-Overland Tire Co., Inc. (D. C.) 268 Fed. 
151 [11 T. M. Rep. 5]; Bissell Chilled Plow Works v. T. M. Bis- 
sell Co., (C. C.) 121 Fed. 357. If the natural and probable result 
of the appellee’s conduct would be to lead the public to purchase 
its goods in the belief that they were the appellant’s, such conduct 
would deceive the ordinary buyer making his purchases under or- 
dinary conditions, and is in law unfair competition. Miller Rub- 
ber Co. v. Behrend, 242 Fed. 515, 155 C. C. A. 291 [7 T. M. Rep. 
99]. Therefore, adopting the word “Vera” in its corporate name, 
which is an arbitrary selection, the appellee must be held to have 
intended the natural consequences of its act. It is very likely that 
appellee’s shoes would soon become known as “Vera” shoes, with 


the resulting confusion. We are referred to the case of United 
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Drug Co. v. Rectanus Co., 248 U. S. 90, 39 Sup. Ct. 48, 63 L. Ed. 
141 [9 T. M. Rep. 1], as an authority against the appellant's 
claims. There it was said: 

“There is no such thing as property in a trade-mark, except as a right 
appurtenant to an established business or trade in connection with which 
the mark is employed. The law of trade-marks is but a part of the 
broader law of unfair competition; the right to a particular mark grows 
out of its use, not its mere adoption. Its function is simply to designate 
the goods as the product of a particular trader and to protect his good 
will against the sale of another’s product as his; and it is not the subject 
of property, except in connection with an existing business.” 

The adoption of a trade-mark does not project the right of pro 
tection in advance of the extension of the trade, or operate as a 
claim of territorial rights over areas into which it thereafter may 
be deemed desirable to extend the mark owner’s trade. Wherever 
the trade goes, attended by the use of the mark, the right of the 
trader to be protected against the sale by others of their wares in 
the place of his wares, will be sustained. But the owner of a 
trade-mark, unlike the proprietor of a patent, may not prohibit 
upon the theory that he has a monopoly. United States v. Bell 
Telephone Co., 167 U. S. 224, 17 Sup. Ct. ©39, 42 L. Ed. 144; 
Paper Bag Patent Case, 210 U. S. 405, 28 Sup. Ct. 748, 52 L. Ed. 
1122. 

Where the proof of infringement is clear, a court of equity 
will not refuse an injunction for the future protection of the pro 
prietor of a trade-mark right, even though it might appear that he 
is disentitled to an accounting for the past profits of the infringer. 
The appellant has used the trade-mark “Vera” for 17 years upon 
its products, manufactured in Massachusetts and sold throughout 
the United States. The appellee was organized in 1920, and sold 
shoes in territory contiguous to that in which the appellant’s shoes 
were sold. They sent salesmen south and west, and although it 
has not sold in Massachusetts, it has covered territory wherein 
the shoes of the appellant were sold. We must assume that, if 
unrestrained, the appellee will pursue its business to the injury 


of the appellant and danger of injury is sufficient ground for the 
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restraining arm of the court of equity. Von Munn v. Frash (C. C.) 
56 Fed. 837. 

It is true that at the present time the assets of the appellee 
are in charge of a trustee in bankruptcy, but there may be a sale 
of the property, which would include the assets and its good-will 
and the corporate name, which includes the word “Vera,” which 
may be deemed an asset of the corporation. The use of the word 
in the name of the corporation which infringes a trade-mark, or 
which, of itself, constitutes unfair competition, or which of itself 
may be a source of unfair competition, will be enjoined by a court 
of equity. Bates Mfg. Co. v. Bates Numbering Machine Co. (C. C. 
172 Fed. 892. We think it was error to deny the relief prayed for 
below. 

Decree reversed. 

Mayer, Circuit Judge (dissenting). I agree with the view 
of the facts entertained by the District Court, and hence that the 
case is ruled by United Drug Co. v. Rectanus Co., 248 U. S. 90, 39 
Sup. Ct. 48, 63 L. Ed. 421, supra. I think the decree below was 
right. 


Witwtiam H. Ketier,. Inc., a Corporation ForMeRLY Known as 


KeLLter Pneumatic Toot Company v. Cuicaco Pneumatic 


Toot Company, A CorPorRATION 


Cuicaco Pneumatic Toot Company v. Ketter PNeumatic Toor 


Company. Now Known as Wixtuiam H. Ketter, Inc. 
United States Circuit Court of Appeals for the Seventh Circuit 
October », 1982S 


Trape-Marks aND Trape-NamMes—“Kerier” ror Pneumatic Toors 
or ASSIGNMENT. 

Where appellee, the Chicago Pneumatic Tool Company, obtained 
by sale and assignment from the former owner of the trade-mark 
“Keller” used on pneumatic tools the exclusive right to such use, such 
sale and assignment did not deprive the appellant, William H. Keller, 
Inc., of the right to use the name “Keller,” accompanied by the prefix 


Errecr 
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“William H.” as a trade-mark for competing goods, as said William 
H. Keller was not a party to said sale and assignment. 

Trape-Marxs anno Trape-Names—Unrairn Competirion—Ricutr to Manvu- 
FACTURE AND Copy ArticLeE Formerty Protecrep sy Patrent—UseE 
or Certain Features as Unrair Competition. 

All may make a patented article at the expiration of the patent, 
but, if the article covered by a patent and manufactured by its owner 
is provided with a special dress or artistic adornments not the subject 
of patent claims, the later competitor may subject himself to the 
charge of unfair competition, if, in addition to adopting the combina- 
tion covered by the patent, he adopts the dress, the artistic designs 
or those individual marks which users recognize as attributes of the 
product of the old manufacturer. 

Same—Same—SamMe—Use or Numerats aS Trape-Marxks—Nor Trape- 
Marks, Bur Merery Grape Marks, Unress Capasie or Disrin- 
GUISHING. 

The use by appellee of the numerals “50,” “60,” and “90,” to desig- 
nate its products did not constitute a trade-mark use, as various com- 
panies engaged in manufacturing such tools use the same numerals, to 
indicate a grade or quality of the product, and they are so recognized 
by purchasers. 

Same—Same—Same—Recovery or Damaces—Lacues. 

Where appellee had been using the word “Keller” as a trade-name 
for seven years before the bringing of the suit and such use was 
known to appellant, the latter is precluded from recovering damages.. 





In equity. Suit for unfair competition and trade-mark in- 
fringement. Joint appeal from the District Court of the United 
States for the Northern District of Illinois, Eastern Division. 


Reversed. 


Edward S. Rogers, George T. Buckingham, Marquis Eaton and 
Don Kenneth Jones, of Chicago, Ill., counsel for William 
H. Keller, Inc., appellant. 

John R. Cochran, Samuel E. Hibben and William B. Kerkam, 
of Chicago, Ill., counsel for Chicago Pneumatic Tool Com- 
pany, appellee. 


Before Baker, ALSCHULER and Evans, Circuit Judges. 


Evans, C. J.: Both parties appealed from the decree entered 
in a suit brought by the Chicago Pneumatic Tool Company, herein 
called appellee, against appellant, to enjoin further alleged in- 
fringements of certain trade-marks issued by the United States 


Patent Office, and to enjoin the continuance of certain alleged un- 
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fair methods of competition, and to recover damages for past in- 
fringements and past unfair trade practices. 

By the decree most of the relief sought was granted. Four 
trade-marks upon which the suit was in part predicated were, how- 
ever, held invalid. 


We quote a part of the decree: 


“4. That a writ of injunction forthwith issue out of this court per- 
petually enjoining and prohibiting the defendant, its officers, directors, 
agents, attorneys, employees, servants, workmen, confederates, successors 
and assigns, and each and every one of them, as follows: 

“(a) From using the name ‘Keller’ either alone or in connection with 
any other word or letter as the name or part of the name of any pneumatic 
tools or parts therefor manufactured and sold or offered for sale by the 
defendant. ‘ 

“(b) From in any manner using the name ‘Keller’ in connection with 
the manufacture or sale of pneumatic tools or parts therefor not manu- 
factured by plaintiff or its predecessors in business unless in every instance 
accompanied by clear and definite notice that such tools or parts therefor 
are not the original ‘Keller’ pneumatic tools or parts therefor manu- 
factured by the plaintiff and its predecessors in business, such notice when 
placed upon pneumatic tools or parts therefor or used in advertising or 
other printed matter relating thereto to be in letters as large and as 
prominently displayed as the word ‘Keller’ itself. 

“(c) From representing in any manner or by any means whatsoever 
that tools or parts of tools manufactured by defendant are the original 
and genuine tools made by the plaintiff or by the plaintiff's predecessors, 
Julius Keller, Keller Tool Company and Philadelphia Pneumatic Tool 
Company. 

“(d) From the further manufacture or sale of pneumatic tools or 
parts therefor of the same design and appearance as those manufactured 
and sold by the plaintiff herein, or in such resemblance thereto as is cal- 
culated to confuse the trade or public, or to deceive them into the belief 
that such tools or parts of tools are of the manufacture of the plaintiff 
herein.” 

“(e) The registered trade-marks for the numerals 50, 60, 80 and 90, 
declared upon by the plaintiff in its Bill are found invalid, and no relief is 
granted to the complainant as to those.” 


The facts are involved and complicated but their statement has 
been simplified by virtue of certain conclusions we have reached. 

Plaintiff is a New Jersey corporation engaged in the business 
of making and selling pneumatic tools. It has absorbed and pur- 
chased various other companies engaged in like business, including 
the Boyer Machine Company, manufacturer of the so-called 
“Boyer” tool, the Philadelphia Pneumatic Tool Company, manu- 
facturing what is known as the Keller pneumatic tool, and it pur- 
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chased (if the contract be valid) the exclusive right to use the name 
Keller as applied to pneumatic tools. At the same time, it acquired 
the Philadelphia Pneumatic Tool Company’s assets. It is out of 
these latter transactions that the present controversy grows. 
Julius Keller was an inventor and manufacturer of pneumatic 
tools who won an enviable reputation for his products. For some 
time he operated alone but later organized, or was interested in the 
organization, of the Philadelphia Pneumatic Tool Company, which 
for a short period was chiefly engaged as the selling agent of Julius 
Keller, the manufacturer. Later Keller increased his interest and 
became the president of this company and its business and activi- 
ties were enlarged. Keller obtained numerous patents upon the 
tools by him designed and in 1905 made a contract with appellee, 


the important parts of which are set forth. 


“A. That for a period of ten years from the date hereof, he will not 
directly or indirectly, either personally or as agent or employee for an- 
other or as officer, agent or employee of any company, engage or become in 
any way interested in the manufacture or sale of pneumatic or electric 
tools or appliances or parts thereof, or stone dressing tools or machines, 
or rock drills or parts, except such as he may make for and sell to the 
party of the second part at prices hereafter mutually agreed upon. 

“B. That he will not within said period engage in business under the 
name of the ‘Keller Tool Company,’ nor under any corporate, firm or 
trade-name that includes the words ‘tools,’ or ‘pneumatic tool, or any 
words that would imply that he is engaged in the manufacture or sale of 
either pneumatic or electric tools, appliances, or parts, or stone dressing 
tools or machines, or rock drills, or parts. 

“II. The party of the first part hereto hereby assigns, transfers and 
sets over to the party of the second part, its successors, assigns and 
nominees, the sale and exclusive right to the name ‘Keller’ as applied to 
pneumatic and electric tools, appliances, and parts, stone dressing tools 
and machines, and rock drills and parts, together with all his right, title 
and interest in any trade-marks and trade or other names, applicable to 
or heretofore used in connection with pneumatic or electric tools, appliances, 
or parts, or stone dressing tools or machines, or rock drills or parts; and 
hereby authorize the party of the second part, its successors, nominees 
and assigns, to designate by such name, or names, or trade-marks, any 
tools, appliances, parts, machines, or drills, manufactured or sold by it, its 
successors, assigns or nominees. 

“III. The party of the first part further covenants and agrees that 
he will not at any time use or permit said names or any of them, or said 
trade-marks or any of them, to be used as applied to or in connection with 
pneumatic or electric tools, appliances, or parts, or stone dressing tools, 
or rock drills, or parts, other than by the party of the second part, its 
successors, assigns or nominees.” 
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At the same time, the Philadelphia Pneumatic Tool Company 
sold out to appellee and covenanted: 


“All the trade-marks and trade-names now or heretofore used or 
owned by the Philadelphia Pneumatic Tool Company, with the full power 
ind authority to use the same, including the name ‘Keller, as applied to 
pneumatic and electric tools, appliances, and parts, stone dressing tools, 
machines, and parts, and rock drills and parts; and does hereby authorize 
the party of the second part, its successors, nominees and assigns, to 
designate by any of said names or trade-marks any tools, appliances, parts, 
machines, or drills manufactured or sold by said party of the second part, 
its successors, assigns, nominees or licensees; hereby agreeing that it will 
execute, deliver and do any further documents, assurances or things which 
may be necessary or convenient to give to the party of the second part, its 
successors or assigns, the full beneficial use and enjoyment of, and title to 
said names, trade-names and trade-marks, and of all other property sold, 
assigned or conveyed by this instrument.” 


William H. Keller, a son, the moving spirit and principal officer 
of appellant, was at the time of this contract a young man twenty- 
one years of age, employed by his father, and was a director and 
vice-president of the Philadelphia Pneumatic Tool Company. He 
had secured certain patents upon tools or appliances for pneumatic 
tools, which he assigned to the Chicago Pneumatic Tool Company. 
He did not, however, make any agreement such as his father signed, 
heretofore quoted, nor did he in any way bind himself by the cove- 
nants found in the agreement of the Philadelphia Pneumatic Tool 
Company. 

Thereafter, and in 1912, Julius Keller, again entered the pneu- 
matic tool business at Fond du Lac, Wisconsin, the name of his 
company being the Keller Pneumatic Tool Company. Thereafter. 
and in 1915, William Keller became connected with the business 
and in 1916 purchased and moved it to Grand Haven, Michigan, 
where it has since been conducted. 

The present suit was begun in October, 1919, and was tried in 
June, 1922. In November, 1921, appellant changed its name from 
Keller Pneumatic Tool Company to William H. Keller, Inc. 

From 1912 to 1916, the Wisconsin company, operating under 
the name of Keller Pneumatic Tool Company, controlled by Julius 
Keller, was making pneumatic tools, and after William H. Keller 


acquired it, the same business was continued and enlarged. It 
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made the pneumatic tools which had been covered by Keller patents, 
but which patents in most instances had expired prior to the com- 
mencement of this suit. The bill does not charge patent infringe- 
ments and no relief of such character is sought. 

At the time the name was changed to William H. Keller, Inc., 
appellant notified the trade that 

“William H. Keller, Inc., is distinct from and in direct 
competition with the Chicago Pneumatic Tool Co. and has no 
connection with it or any of its predecessors.” 

It also caused these same words to be printed upon its tools and 
expended some $50,000 in thus identifying its products and in 
notifying the trade that its products were not made by appellee. 

While the controversy involves different forms of unfair trade 
methods, we may for convenience divide the issues into those: (a) 
Affecting the trade-marks (the facts governing which will be stated 
separately in the discussion of this question), and the alleged unfair 
methods adopted by appellant, which it is claimed infringed the 
agreement giving appellee the exclusive right to the name Keller; 
(b) the actions of appellant whereby Chinese copies of products 
covered by expired patents were made; and (c) appellant’s use of 
appellee’s tools for decoys with which to secure business. 

These various questions must be considered not only in the 
light of the requested injunction, but to determine whether damages 
may be recovered. 

Because of the agreement with the Philadelphia Pneumatic 
Tool Company and Julius Keller, did appellee acquire the exclusive 
right to use the name Keller as applied to pneumatic tools? 

Upon this issue the authorities are conclusive. Singer Mfg. 
Co. v. June Mfg. Co., 163 U. S. 169; Pope Automatic Merchandis- 
ing Co. v. McCrum Howell Co., 191 Fed. 979 [2 T. M. Rep. 109] ; 
Warren Featherbone Co. v. American Featherbone Co., et al., 141 
Fed. 513. 

The issuance of a valid patent gives to the grantee or his 
assigns a monopoly for seventeen years. At the expiration of this 
period the bars are lifted. All can make the patented article. 
And there is no reason why a Chinese copy of such article may not 
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be made, unless by doing so the maker subjects himself to the charge 
of unfair competition. In other words, if the article covered by a 
patent and manufactured by the owner of the patent is provided 
with a special dress or artistic adornments that are in no way in- 
volved in any of the patent claims, the competitor entering the field 
at the expiration of the patent may subject himself to the charge of 
unfair competition, if, in addition to adopting the combination cov- 
ered by the patent, he adopts the dress, the artistic designs or those 
individual marks with which the users have become familiar and 
which they recognize as attributes of the product of the old com- 
pany. 

On the other hand, if the structure which the patentee makes 
pursuant to his patent is an embodiment of the elements of the 
claims or a claim therein and contains no artistic or distinguishing 
marks but is strictly a utilitarian article, where simplicity of struc- 
ture and cheapened cost of production are inherent in the combina- 
tion and constitute its virtue, then the mere fact that a Chinese copy 
is made does not impose on the maker the burden of establishing 
his good faith or the absence of unfair trade methods. In other 
words, under the Singer Sewing Machine case and other cases cited, 
supra, the entry of one manufacturer into the field at the expira- 
tion of patent is perfectly legitimate and justifiable and only be- 
comes unjustifiable when in selling its goods it adopts methods 
which induce, or are reasonably calculated to induce, a customer to 
purchase the product under the mistaken notion that it is manufac- 
tured by another. 

In brief, the manufacturer entering the field which his com- 
petitor has heretofore monopolized, may, for the purpose of deter- 
mining the issue of unfair trade, have his business and his alleged 
unfair trade methods examined from two angles, viz.: The view- 
point of the maker or manufacturer of goods, and second, from the 
viewpoint of the distributor. As a manufacturer, one has a perfect 
right to make any article of commerce not covered by a patent 
monopoly or affected by a lawful trade agreement to which he is a 
party. As a distributor, however, he must respect those methods 


of honest and upright dealing which forbid one competitor from 
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made the pneumatic tools which had been covered by Keller patents, 
but which patents in most instances had expired prior to the com- 
mencement of this suit. The bill does not charge patent infringe- 
ments and no relief of such character is sought. 

At the time the name was changed to William H. Keller, Inc., 
appellant notified the trade that 

“William H. Keller, Inc., is distinct from and in direct 
competition with the Chicago Pneumatic Tool Co. and has no 
connection with it or any of its predecessors.” 

It also caused these same words to be printed upon its tools and 
expended some $50,000 in thus identifying its products and in 
notifying the trade that its products were not made by appellee. 

While the controversy involves different forms of unfair trade 
methods, we may for convenience divide the issues into those: (a) 
Affecting the trade-marks (the facts governing which will be stated 
separately in the discussion of this question), and the alleged unfair 
methods adopted by appellant, which it is claimed infringed the 
agreement giving appellee the exclusive right to the name Keller; 
(b) the actions of appellant whereby Chinese copies of products 
covered by expired patents were made; and (c) appellant’s use of 
appellee’s tools for decoys with which to secure business. 

These various questions must be considered not only in the 
light of the requested injunction, but to determine whether damages 
may be recovered. 

Because of the agreement with the Philadelphia Pneumatic 
Tool Company and Julius Keller, did appellee acquire the exclusive 
right to use the name Keller as applied to pneumatic tools? 

Upon this issue the authorities are conclusive. Singer Mfg. 
Co. v. June Mfg. Co., 163 U. S. 169; Pope Automatic Merchandis- 
ing Co. v. McCrum Howell Co., 191 Fed. 979 [2 T. M. Rep. 109] ; 
Warren Featherbone Co. v. American Featherbone Co., et al., 141 
Fed. 513. 

The issuance of a valid patent gives to the grantee or his 
assigns a monopoly for seventeen years. At the expiration of this 
period the bars are lifted. All can make the patented article. 
And there is no reason why a Chinese copy of such article may not 
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be made, unless by doing so the maker subjects himself to the charge 
of unfair competition. In other words, if the article covered by a 
patent and manufactured by the owner of the patent is provided 
with a special dress or artistic adornments that are in no way in- 
volved in any of the patent claims, the competitor entering the field 
at the expiration of the patent may subject himself to the charge of 
unfair competition, if, in addition to adopting the combination cov- 
ered by the patent, he adopts the dress, the artistic designs or those 
individual marks with which the users have become familiar and 
which they recognize as attributes of the product of the old com- 
pany. 

On the other hand, if the structure which the patentee makes 
pursuant to his patent is an embodiment of the elements of the 
claims or a claim therein and contains no artistic or distinguishing 
marks but is strictly a utilitarian article, where simplicity of struc- 
ture and cheapened cost of production are inherent in the combina- 
tion and constitute its virtue, then the mere fact that a Chinese copy 
is made does not impose on the maker the burden of establishing 
his good faith or the absence of unfair trade methods. In other 
words, under the Singer Sewing Machine case and other cases cited, 
supra, the entry of one manufacturer into the field at the expira- 
tion of patent is perfectly legitimate and justifiable and only be- 
comes unjustifiable when in selling its goods it adopts methods 
which induce, or are reasonably calculated to induce, a customer to 
purchase the product under the mistaken notion that it is manufac- 
tured by another. 

In brief, the manufacturer entering the field which his com- 
petitor has heretofore monopolized, may, for the purpose of deter- 
mining the issue of unfair trade, have his business and his alleged 
unfair trade methods examined from two angles, viz.: The view- 
point of the maker or manufacturer of goods, and second, from the 
viewpoint of the distributor. As a manufacturer, one has a perfect 
right to make any article of commerce not covered by a patent 
monopoly or affected by a lawful trade agreement to which he is a 
party. As a distributor, however, he must respect those methods 


of honest and upright dealing which forbid one competitor from 
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adopting practices which are now well understood to be unfair or 
fraudulent. 

In the present case there is no claim made that appellant in- 
fringed any of appellee’s patents. Appellant made pneumatic tools, 
the manufacture and sale of which was unrestricted by any out- 
standing patent. It was clearly within its rights, unless its Chinese 
copy of tools, its advertisements, cartons and circulars, including its 
use of the name Keller, constituted unfair trade methods. 

Respecting the name Keller, nothing appears in the record that 
would jutify us in refusing to William H. Keller the right to 
use that term. He was not a party to the agreement which his 
father, Julius Keller, signed in 1905, nor was he bound by the 
covenants of the corporation, the Philadelphia Pneumatic Tool Com- 
pany. 

It is very doubtful whether the contract was binding on his 
father for more than ten years. But this we need not determine. 

The very fact that William Keller executed assignments to 
patents and never made any restrictive agreement or covenant such 
as was signed by his father, or the Philadelphia Pneumatic Tool 
Company, affords another reason for adherence to the rule an- 
nounced in these decisions. 

But the use of the name Keller, innocent in and of itself, may, 
in connection with other evidence, be considered in determining the 
issue of unfair competition. Its use, standing alone, may be inno- 
cent and legitimate, but when viewed in connection with other 
transactions be persuasive evidence of appellant’s wrongdoing. 
Thus considered, it could possibly bear on appellant’s motive or 
intent or affect the good faith explanation of other actions. 

The conduct of appellant in 1920, in changing its name, and 
in stamping upon its tools and upon cartons, and tagging its ship- 
ments of parts, with the printed announcements heretofore set forth, 
absolve it from any charge that thereafter it was endeavoring to 
palm off its goods as the goods of appellee. The expenditure of 
so large a sum ($50,000), to say nothing of the other precautions 
taken to prevent confusion, relieves it of any complaint of bad faith 
in its trade transactions after 1921. 
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It follows, therefore, that the injunctional features of the de- 
cree (except for possible trade-mark infringments later discussed) 
cannot be sustained. 


But though appellee avoided any and all question of unfair 
competition after 1921, it may, if the facts warrant it, still be 
liable for damages committed and for costs of this suit. Wolf, 
Sayer & Heller v. U. S. Slicing Machine Co., 261 Fed. 195. Its 
conduct will, therefore, be reviewed for the purpose of determining 
the issue of damages. 


Respecting its use of the word Keller, appellant has several 
good reasons for not responding to appellant in damages. 

The covenant of Julius Keller and the Philadelphia Pneumatic 
Tool Company was not binding upon William Keller. 

Appellee’s laches precludes the recovery of damages. The 
Keller Pneumatic Tool Company had been engaged in the business 
of manufacturing pneumatic tools for over seven years when this 
suit was begun. During that same period and after the transfer 
to Grand Haven, Michigan, letters passed between appellant and 
respondent, two of which are herewith set forth. 


“Cuicaco, May 21, 1918. 
Ketter Pneumatic Toor Company, 


Grand Haven, Mich. 
Gentlemen: 

We have your esteemed favor of May 20th, enclosing copy of letter 
from Root & Vandervoort Engineering Company, also copy of letter that 
you wrote them. We wish to thank you for your very kind favor in this 
instance, and we have today received the order from these people, and 
same will have our prompt and careful attention. 

Yours very truly, 
CHICAGO PNEUMATIC TOOL COMPANY, 
J. G. OSGOOD, 
Vice-President. 
Per R. B. McDOUGALL.” 


“Cuicaco, May 21, 1918. 
Mr. Won. H. Ketter, President, 


Keller Pneumatic Tool Company, 
Grand Haven, Mich. 
Dear Sir:— 

At the request of Mr. W. P. Pressinger, Vice President, we are 
pleased to mail you today under separate cover a complete set of our 
bulletins dealing with our standard lines of Air Compressors, also a com- 
plete set of our latest price sheets dealing with these machines. 
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These prices at present carry a discount of 20% to the user, with a 
further discount to you for resale of 10% on our Single, Stage Steam, 
Belt, Gas, Gasoline and Oil driven machines, and 5% on our Duplex Com- 
pressors, which are listed in both the bulletins and price sheets referred 
to above as Class ‘O’. 

In the event that you should not care to personally solicit Compressor 
business, we respectfully request that you refer to us inquiries covering 
such machines, and in those cases where business results, we will gladly 
allow you commissions corresponding to the resale discounts noted. 

If this arrangement meets with your approval, we shall be pleased 
to hear from you to that effect and meanwhile if we can supply any 
further information concerning our Compressor products, do not hesitate 
to so advise. 


Yours very truly, 
J. L. DEAN, 
Manager Compressor Sales Division.” 
Nor was there any other artifice or practice that would sup- 
port a finding of unfair competition. 


We have examined the physical exhibits, the pneumatic tools, 


and find that like the ordinary hammer and hand saw, they are all 
simple and devoid of ornamentation or individual markings. They 
evidence utility and simplicity—serviceability and low cost of pro- 
. duction being evidently the two important factors in their manu- 


facture. Their use was by a limited trade, a skilled trade, wherein 


would be experienced. 

There is, it is true, a similarity in the appearance of some of 
the tools, for example, the riveting hammers, but we also observed 
equal similarity in the product of other manufacturers, notably, 
that of the Dayton Pneumatic Tool Company. 

The record is replete with cuts of tools from various con- 
cerns and it is evident that the so-called riveting hammer, as well 
as the chipping hammer, are all very similar in construction. No 
useless or ornamental part appears. 

Nor do we find that the evidence supports the contention that 
appellant used appellee’s tools for decoys with which to secure 
business. The evidence on this phase of the case consists of a 
single instance where appellant, in response to the Government’s 
advertisement for bids on riveting hammers, chipping hammers, 


difficulty in palming off one manufacturer’s goods for another's 
| scaling hammers, holders, etc., submitted certain tools made by 
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appellant. The call for bids designated a chipping hammer of the 
Keller type and required a sample to accompany the bid. 

Recognizing, as we do, that appellant had the right to manu- 
facture this hammer, unfair methods were not adopted in sub- 
mitting a hammer such as was called for by the Government, even 
though not of appellant’s manufacture. 


” 


Respecting appellee’s trade-marks “50,’ “60,” “80’ and 
“90,” we agree with the District Judge who found upon the evi- 
dence presented that they were invalid. 

Counsel for opposing parties apparently agree upon the law 
and fully accept the rule as announced in Coats v. Merrick Thread 
Company, 149 U. S. 562, and well stated in 26 R. C. L. 845. 
There can be no question but what a number may become a good 
trade-mark if its primary adoption be solely to indicate origin. On 
the other hand, if the figures indicate a grade or a quality only, 
they may not be the basis for a valid trade-mark. 

Examining the evidence, then, we find that various companies 
engaged in manufacturing pneumatic tools use these same figures, 
and there is testimony that will support a finding that such figures 
were used by competitors prior to their use by appellee. 

But it also appears that these figures were used and under- 
stood by the trade to indicate a certain size tool; for example, a 
riveting hammer bearing the numeral “40” indicated that the 
stroke of the piston was four inches, while that of a hammer 
bearing the number “50” possessed a piston with a five-inch stroke. 

It follows, therefore, that the decree must be, and it is hereby. 


reversed, with directions to dismiss the bill. 
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Apsspott Corn Counter Co. v. STanparp-JoHnson Co. 
(290 Fed. Rep. 418) 


United States District Court, Eastern District, New York 
June 27, 1928. 


Trape-Marks anp Trape-Names—Unramr Competirion—No Monopory IN 
Corors on CHARACTERISTICS OF Corn WRAPPERS. 

There can be no monopoly in colors or functional characteristics 
of flat tubular coin wrappers, and where, in wrappers made by dif- 
ferent manufacturers, there had been to some degree a standardization 
of particular colors for particular coins, defendant’s use of the same 
colors as plaintiff's was not unfair competition. 

TrapE-Marks aNd Trape-Names—Uwnrair Competirion—Use or SImMILar 
Features oN Corny Wrarrers—Cuance Reauirep to Avomw De- 
CEPTION. 

Where similarity of defendant’s coin wrappers to those of plaintiff 
by reason of size and arrangement of type was so great as to deceive, 
and could be avoided by use of type of different size arranged in 
somewhat different way, such change should be made. 


In equity. Decree for plaintiff for part of the relief sought. 


J. S. Wooster, of New York City, for plaintiff. 
George D. Richards, of New York City, for defendant. 


CampPBELL, District Judge. This is an action in equity for the 
alleged infringement of patent No. 1,080,381, issued by the United 
States Patent Office to H. K. Smith, dated December 2, 1913, and 
for unfair competition in the manufacture and sale of flat tubular 
coin wrappers. The answer as to the patent is invalidity and non- 
infringement, and the alleged unfair competition is denied.’ 

* * * * * 

The suit of the plaintiff on the claim of unfair competition is 
based on the alleged copying by the defendant of flat tubular coin 
wrappers of plaintiff's set of colors and imprint. Plaintiff can 
have no monopoly on either colors, broadly, or functional charac- 
teristics of flat tubular coin wrappers. 

I am of the opinion that there has been a standardization of col- 
ors for wrappers for certain coins, and that plaintiff, in the selec- 


*The portion of the opinion relative to the alleged infringement of 
patent is here omitted.—Ed. 
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tion of its colors, in many instances, followed Batdorf, who had 
been furnishing colored wrappers for some time. Plaintiff's con- 
tention that the Batdorf use of colors was not a prior use at all, 
because it was in an entirely different, restricted, and non-competi- 
tive field, is not persuasive, because standardization of the colors 
was chiefly beneficial in banks and other institutions handling large 
sums, and regardless of what counting machines they might use, 
the exchange of wrapped coins between them would be facilitated 
by the use of the same color to represent the same denominations. 
(Plaintiff’s Exhibits 4 and 11 and Defendant’s Exhibit A.) That 
the use of red for pennies, blue for nickels, and green for dimes, 
in the color of the ink where the paper was not colored, is shown 
in the flat tubular coin wrappers made by the Steel-Strong tubular 
(Plaintiff's Exhibit 12). 

While it is true that many different kinds of flat wrappers 
were presented on the trial which did not maintain a color standard, 
yet it seems to me that, from all the evidence presented, there has 
been a standardization in wrappers used on counting machines, 
either by color of paper or of ink in printing, on red for pennies, 
blue for nickels, and green for dimes, and that to a lesser degree 
there has been a standardization on orange for quarters and plain 
craft paper for half dollars. 

The method of packing flat tubular coin wrappers and the 
space for printing does not leave much opportunity to vary the 
appearance; but, while defendant has printed its name in small 
letters underneath a description of the contents, the similarity be- 
tween the defendant’s wrappers and those of the plaintiff is so 
great as to deceive. I am not unmindful of the fact that there is 
a slight difference in the length of the respective wrappers, and 
that the evidence shows that defendant has sold only to users of 
its machine; but still I am of the opinion that no one would without 
close examination be able to observe the small difference between 
the wrappers of defendant and plaintiff. 

The physical limitations are not such that defendant could 
not, by the us> of type of a different size, arranged in a somewhat 
different way, distinguish between its and the plaintiff's wrappers, 
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and this it should do. Defendant has the right to use the colors 
it now uses, and of course the contents of the packages must be 
described in the same words as plaintiff uses, and there can be 
little difference in shape, except the difference in length now ex- 
isting; but the similarity should stop there, and there should be a 
difference in the style and arrangement of the type used in the 
printing, to make easy the distinction between the wrappers manu- 
factured by defendant and plaintiff. 

I therefore find that claim 1 of the plaintiff's patent in suit, 
as I have construed the same, is valid; that the defendant’s machine 
does not infringe the same; that defendant has the right to continue 
the manufacture of the flat tubular coin wrappers of the sizes now 
made, and using the colors it now uses for the several denomina- 
tions of coins, and to describe them on said packages by the names 
now used, and specifying the contents thereof; but that it has not 
the right to continue the printing on said wrappers in the same 
style and arrangement of type which it now uses, but should make 
a change in the style and arrangement of the type used in its print 
ing on said wrappers, so as to distinguish the same from plaintiff's 
wrappers; and that plaintiff is entitled to an injunction against the 
continuance of the use by the defendant of the style and arrange- 
ment of the type now used in the printing on its wrappers, but no 
damages. 

Both parties having won and lost, no costs are allowed. A 


decree in accordance with this opinion may be entered. 





PinoLeum Co. v. Baron 
(201 N. Y. Suppl. 44) 


New York Supreme Court, Special Term 
August 16, 1923. 


Trape-Marxs AnD Unrair CompetrrioN—PHARMACEUTICAL PREPARATIONS— 
Use or Same Cotor as Non-Essentian Fearure—Fravup on Con- 
SUMER—INJUNCTION. 

Where plaintiff had for many years been making and selling under 
the trade-mark “Pinoleum” a liquid remedy for catarrh and kindred 
ailments, and used therein a green color of no therapeutic value to 
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make the product distinctive, defendant, by later using the same 
coloring ingredient in a similar remedy to make it possible for drug- 
gists to substitute it for plaintiff's and so deceive the consumer, be- 
came a party to such fraud and will be enjoined from further use of 
said coloring ingredient 
In equity. Action for unfair competition. Judgment for 
plaintiff. 


Hervey, Barber & McKee (Lanier McKee, of counsel), of New 
York City, for plaintiff. 
Joseph Rubin, of New York City, for defendant Baron. 


Cropsey, Judge: For many years the plaintiff has been mak- 
ing a preparation labeled “Pinoleum” for use as a remedy for 
eatarrh, ete., It has no patent upon the formula. It colored its 
product green to make it distinctive. The coloring has no therapeutic 
value. This product plaintiff widely advertised among physicians 
and druggists. 

The defendant thereafter began the manufacture and sale of 
a preparation, which he called “Baco Pinol Spray.” According 
to the statement on the containers in which it was sold, defendant’s 
preparation was made of the same materials as plaintiff's. It was 
also given a similar greenish color. Upon the argument, defendant’s 
counsel conceded that the color given his preparation had nothing 
to do with the compound. The defendant offers no explanation for 
the use of this color. From the papers submitted it is evident the 
coloring was put in defendant’s preparation so it would look like 
plaintiff's and could be used in place of the latter by unscrupulous 
druggists. 

There was no similarity in the size or general shape of the 
bottles in which the two preparations were sold. Plaintiff’s prep- 
aration cost over four times as much as defendant’s. The defen- 
dant did not advertise his product, nor did he attempt to interest 
doctors in it, but confined his efforts to the sale of it to druggists. 

The papers show that defendant endeavored to simulate plain- 
tiff’s article, and that he claimed it was the same as Pinoleum, and 


his salesmen with his knowledge so represented it to the druggists. 
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It does not appear that defendant ever represented his prepara- 
tion to be Pinoleum, although some of the druggists evidently so 
considered it. While there is no basis for finding that the defen- 
dant endeavored to deceive the druggists, or to make them believe 
that his product was that of the plaintiff, there is ample to show 
that he made his preparation similar to the plaintiff's for the pur- 
pose of making it possible for druggists to use it, instead of Pino- 
leum, and that he sought to have the druggists use it as such sub- 
stitute and thereby defraud the consumer. 

The question is whether upon these facts the defendant can 
be enjoined. While the defendant has the right to make a prepara- 
tion composed of the same ingredients as that made by the plaintiff, 
he would have no right to market it as the plaintiff's product. And 
I think it is equally true that defendant has no right to market his 
product in imitation of the plaintiff's, when he does so for the very 
purpose of permitting the druggists to whom he sells it to work 
a fraud upon their customers, by substituting defendant’s prepara- 
tion for that of plaintiff's when the latter is ordered. So acting, 
the defendant is a party to the fraud perpetrated upon the con- 
sumer. The means used by the defendant in trying to procure the 
use of his preparation as a substitute for that of the plaintiff and 
the intent with which it is done gives the plaintiff the right to 
legal redress to prevent defendant’s improper conduct. In the 
case of Eli Lilly §& Co. v. William R. Warner & Co., (C. C. A.) 275 
Fed. 752 [12 T. M. Rep. 1], the plaintiff made a preparation of 
quinine in which the bitter taste was disguised and chocolate was 
used as a coloring and flavoring medium. The defendant made a 
similar compound and offered it as a substitute for plaintiff’s, but 
did not pass it off as plaintiff's article. The court held that, al- 
though defendant would have had the right to use the materials 
and to make a compound similar to the plaintiff's, it had lost its 
right to use chocolate as a coloring because of its misuse of the 
compound, in that it had sold it to druggists to be used as a sub- 
stitute for the plaintiff's. The court said (275 Fed. 756 [12 T. M. 
Rep. 6]): 
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“Having counseled fraud upon the ultimate consumer, and having put 
in the hands of the retail dealer the means of committing the fraud, there 
is no room for the defendant to shift the blame to the retail dealer, and 
no ground for the defendant to say that it is not answerable for the part 
which it * * * played in the deception of the consumer.” 


To the same effect, see Coca-Cola Co. v. Gay-Ola Co., 200 
Fed. 720, 119 C. C. A. 164 [3 T. M. Rep. 1]; Hiram Walker & 
Sons v. Grubman (D. C.) 222 Fed. 478 [5 T. M. Rep. 399}. 

In the instant case, the fact that defendant’s preparation was 
substituted for that of the plaintiff in a number of instances is 
shown and is not denied. 


Plaintiff's motion for an injunction is granted, with $10 costs. 
Settle order on notice. 





Union FisHERMEN’S Co-op. PackinG Co. v. Pornr Apams PackKING 


CoMPANY 
(217 Pac. Rep. 642) 


Supreme Court of Oregon 
July 31, 1923. 


TrapE-Marxs anp Trape-Names—Uwnrair Competirion—No 

Coror—As Exvement 1x “Passtnc Orr” Action. 

Any cannery has the right to use on its cans the same color of 
labels used by a competitor, as no one can monopolize a color; but 
such use may be considered, with other similarities, in determining 
whether it is attempting to pass off its goods as its competitor’s, es- 
pecially when the former are inferior in quality. 

Trape-Marks AND TrapE-Names—Uwnrain Competirion—Actuat Decep- 

TION Not Reqvuirep. 

To make out a case of unfair competition, it is not necessary to 
show that any one has been actually deceived by a competitor’s con- 
duct and led to purchase his goods in the belief that they are those of 
another, it being sufficient to show that such deception will be the 
natural and probable result; but either actual or probable deception 
and confusion must be shown, a mere possibility thereof being in- 
sufficient. 

Trape-Marxs AND Trape-Names—Unrair Competirion—ReasonaBLe Care 

REQUIRED ON Part or PurRcHASER. 

That a purchaser must exercise reasonable care in examining the 
goods to ascertain that he gets what he wants is the rule to apply 
when considering whether there was deception of the ordinary pur- 
chaser by the alleged unfair trade. 


Monopo.ty IN 
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Trapve-Marks anp LaBers—Use or Atuiecep Imitative Features—“GILt- 
NETTER’S Best” anv “Peacock Branp” ror CANNED SALMON— In- 
suNCTION DeENiep. 

The use by defendant on its canned salmon of a label featuring 
the device of a peacock, with spreading tail, with the words “Peacock 
Brand” the word “Salmon” shown in a different position and color 
from those used by plaintiff, a printed caution as to emptying the can, 
also in a different position and lettering, with defendant’s name plain- 
ly displayed, held not to be so similar to a label displaying the mark 
“Gillnetter’s Best”, the vignette of a fisherman drawing in his net, 
and the gilt-embossed word “Salmon” on a scroll, with plaintiff’s name 
and address on a conspicuous scroll, as to amount to unfair competi- 
tion. 


In equity. Suit for alleged unfair competition. Injunction 


denied. 


“This is a suit in which the plaintiff sought to enjoin the defendant 
from the use of certain labels on salmon cans, which plaintiff claims were 
so imitative of the labels long used by plaintiff as to amount to unfair com- 
petition. 

“Plaintiff alleges: That the defendant is engaged in the business of 
packing and canning salmon and other food fish at Hammond, near As- 
toria, Ore., the business having been, and now being, competitive with the 
business and enterprise of the plaintiff; that plaintiff, ever since the Ist 
day of June, 1898, has been, and now is, the manufacturer and vendor of 
an article of food known as canned salmon; that ever since about that 
date plaintiff has offered for sale and sold, and still offers for sale and 
sells, such canned salmon to dealers and merchants generally, both in in- 
terstate and intrastate commerce, in various shaped and sized tin cans; that 
two of the shapes of the cans so used by the plaintiff are of a flat, round 
shape, one of them containing 151% ounces and the other containing 7%, 
ounces, respectively, and the two particular sizes and shapes of cans are 
known to the trade as ‘one-pound flats’ and ‘half-pound flats’ (then follows 
a description of the cans); that for the purpose of guarding against fraud- 
ulent imitations of plaintiff's canned salmon, and to authenticate the gen- 
uinesness of goods of its manufacture, plaintiff caused, and still causes, 
each one of the cans containing its canned salmon to be labeled with its 
own proper device and trade-mark, one of them, known as ‘Gillnetter’s 
Best, having been adopted by plaintiff for that purpose in June, 1898, the 
particular label marked Exhibit A having been, and still being, used on 
one-pound flats; the particular label marked Exhibit B having been, and 
still being, used on one-half pound flats. (A further description of the 
labels will be found in the opinion.) 

“It is further alleged: That these labels are duly recorded in the 
United States Patent Office, as required by law, and that a certificate was 
duly issued certifying to the registration by the plaintiff of the trade-mark 
and trade-name ‘Gillnetter’s Best’; that by reason of the long experience 
and great care of plaintiff in its business, and in the preparation of its 
goods, and in the good quality of the same, the article prepared by plain- 
tiff became, and still is, widely known to the trade in the communities gen- 
erally where it is sold as a valuable, wholesome, and palatable article of 
food, and has acquired a high reputation as such, and has commanded 
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in extensive sale, at Astoria and elsewhere, both in interstate and intra- 
state commerce. 

“The complaint further alleges that one Thomas Nelson was employed 
by plaintiff at intervals for twelve years, five years as secretary and seven 
years as general manager of plaintiff corporation, including its salmon 
cannery at Astoria, Ore., and its general business affairs and the mer- 
chandising and sale of its various products, and that by reason of his em- 
ployment he had full and complete knowledge of all the matters alleged 
in the complaint; that on or about February, 1921, Thomas Nelson failed 
to be reappointed as such manager and left plaintiff's employ; that he is 
a large, or one of the principal, stockholders of the defendant corporation; 
that in February, 1922, he entered the employ of the defendant corpora- 
tion as its general manager, and that ever since that time he has acted, and 
is now acting, as its general manager; that, notwithstanding the long and 
quiet use and enjoyment by plaintiff of such names, devices, trade-marks, 
labels and wrappers, the defendant knowingly, willfully, wrongfully, and 
unlawfully, during the year 1920, the exact date being unknown, fraud- 
ulently prepared and offered for sale, and still prepares and offers for 
sele, at the town of Hammond and elsewhere throughout the State of 
Oregon, both in interestate and intrastate commerce, an article in imita- 
tion of plaintiff's article, which, with intent to deceive and defraud the 
public and the buyers and consumers thereof, and to injure and defraud 
the plaintiff, it has put up in similar round-shaped tin cans, labelled with 
nearly similar labels, devices, trade-marks, and wrappers, of which false 
and nearly similar labels, devices, trade-marks, and wrappers, copies are 
annexed to the complaint, which annexations are copies of the alleged 
spurious labels and article known as the ‘Peacock Brand,’ Exhibit E being 
a copy of the spurious label known as the ‘Peacock Brand’ and used by 
defendant on one-pound flats, Exhibit F being a copy of the spurious label 
known as the ‘Peacock Brand’ and used by defendant on half-pound flats ; 
that said imitations and counterfeits are calculated to deceive the pur- 
chasers and consumers of plaintiff's article and actually have misled, and 
do still mislead, many of them to buy the article offe -red for sale and sold 
by defendant in the belief that it is the article manufactured by the plain- 
tiff, to the great diminution and damage of the business and profits of 
the plaintiff; that the alleged wrongful acts are but the carrying out of 
base, surreptitious, and fraudulent designs on the part of the defendant, 
which it long ago conceived, for the purpose of drawing plaintiff's trade 
to itself by the wrongful, intentional use of fraudulent imitations of plain- 
tiff’s labels, devices, trade-marks, and wrappers, and that the use thereof 
by defendant constitutes, and is, not only an infringement of plaintiff's 
lawful labels, but also a fraud and deception upon such of the citizens of 
the State of Oregon and of the United States and of the world at large 
as purchase the same, believing it to be the genuine article manufactured 
by plaintiff, and also unfair and unlawful competition on the part of de- 
fendant, which, if continued, will cause irreparable loss and injury to 
plaintiff; that the article so prepared and put up and sold by defe ndant, 
in imitation of plaintiff's article is a greatly inferior article, and that the 
general reputation of the article manufactured by plaintiff has been 
greatly injured, to the damage of the business and profits of the plaintiff; 
that thereby plaintiff has been damaged in the sum of $25,000. 

“Then follows a prayer that the defendant be restrained from con- 
tinuing in the future so to imitate plaintiff's labels and other marks, and 
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for an accounting of the profits made by reason of such imitation, and for 
the further sum of $25,000, and for such further relief as may seem meet 
and equitable. A general demurrer to the complaint being sustained by 
the court and an order dismissing the suit having been made, plaintiff ap- 
peals from such order to this court.” 


Norblad & Hesse, of Astoria, Ore., for appellant. 
G. C. & A. C. Fulton, of Astoria, Ore., for respondent. 


McBrinrg, C. J. (after stating the facts as above): It is im- 
practicable to reproduce in this opinion any drawing which will 
convey to the eye a picture of the resemblances and dissimilarities 
of the labels in dispute. Plaintiff's Exhibit A is a label for a 151- 
ounce can and consists of a strip of paper approximately 12%, 
inches in length by 2 inches in breadth, colored an ultramarine blue, 
with a gilt border 14 of an inch in breadth, the first 244 inches of 
the label being occupied by the picture of an ancient fisherman, 
clad in a light brown jacket and engaged in drawing in his net. To 
the immediate left of the picture and beginning at almost the ex- 
treme left end of the label are the words “Spring Catch,” and at 
the immediate right are the words “Royal Chinook,’ and under- 
neath, in small capitals, the words “Reg. U. S. Pat. Off. No. 75461.” 
Above the picture appear in large gilt capitals the words “Gill- 
netter’s Best,’ and upon a vermilion scroll, with a fancy, orna- 
mental border of gilt, appears embossed in large capital letters of 
cream white the word “Salmon.” About an inch to the right of 
the vignette which incloses and adorns the picture of the ancient 
fisherman, and about 14 an inch below the gilt border of the label, 
and about %4 of an inch apart, appear gilt representations of two 
gold medals, approximately 34 of an inch across. Beneath the first 
of these, in small capitals, is the legend, “Awarded Gold Medal St. 
Louis Exposition 1904,” and beneath the second appears the legend, 
“Awarded Gold Medal Lewis & Clark Centennial Exposition Port- 
land 1905.” Immediately beneath the first of these medals ap- 
pears. in large capitals, the injunction, “Empty Contents Imme- 
diately After Opening,’ and immediately after these words the 
word “Salmon,” embossed in large gilt capitals, with the name of 


the printer in small gilt capitals, together with the words “Port- 
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land, Oregon,” partly below the word “Salmon” and partly under- 
neath the picture of a salmon, to which we shall hereafter advert 
further. 

The next thing that attracts the eye is a picture of a Chinook 
salmon with his head about %4 of an inch to the right of the second 
medal and about level with the upper quarter of it, poised at an 
angle of about 35 degrees and diagonally down across the picture 
until the ventral fin is about 14 of an inch above the lower gilt 
border of the label, thence curving upward about an inch and 
terminating in the tail fin. Immediately over the head of the salmon 
are the words, “Net Weight 151% oz.,” in small capitals, printed in 
black ink, and immediately to the right of this and extending from 
above the dorsal fin to a point above the tail are the words, “Fancy 
Columbia River”; the word “Fancy” being printed in small black 
capitals and the words “Columbia River’’ being embossed in larger 
capitals of cream white with a very narrow gilt border. The last 
figure on the label is a vermilion scroll, approximately 3 inches in 
length by 34 of an inch in breadth, vignetted by gilt, with stand- 
ards at each end, difficult to describe but giving the general impres- 
sion of a longitudinal section of an old-fashioned bedstead with a 
red bed included. Upon this vermilion section is printed in white 
capitals the legend, “Packed By Union Fishermen’s Co-operative 
Packing Co., Astoria, Oregon.’’ Immediately above the scroll and 
between the head and foot boards of the “bedstead’ ’is embossed 
in large gilt capitals the word “Salmon,” and underneath is printed 
in black capitals, “Every Can Guaranteed.” 

We are aware that this imperfect description fails to convey a 
wholly adequate mental picture of the label of plaintiff, but it is as 
near as can be given without reproducing the label in colors, which 
is necessarily impracticable. 

We come now to Exhibit E of the complaint, which is de- 
fendant’s label for “one-pound flats,’ and which is claimed as an 
imitation of plaintiff’s label. The size and length of the label, its 
color and border, are practically identical, but in place of the an- 
cient fishermen within the vignette we find a picture of a peacock 


with a tail spread of approximately 15¢ inches, the bird standing 
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upon a bright yellow ground, and immediately above the picture 
the words, “Peacock Brand’; the word “Peacock” being embossed 
in gilt capitals, and the word “Brand” being printed in small black 
capitals immediately underneath. The vignette of plaintiff and the 
peacock of defendant are so radically dissimilar that even a casual 
glance would distinguish one from the other. 

Continuing our examination, from left to right we find an entire 
blank in the upper two-thirds of defendant’s label, which space is 
occupied in plaintiff's label by the two medals and the legends un- 
derneath them. The lower third of defendant’s label at this point 
has the legend, “Fancy Royal Chinook Columbia River Salmon’’; 
the words “Fancy Royal Chinook” being printed in small black 
capitals and the word “Salmon” being embossed in larger capitals 
in light maroon, the whole legend being inclosed at each end by a 
gilt peacock feather 14 an inch in length, the whole being essentially 
different to the eye from the corresponding legend on plaintiff's 
label. 

Continuing to the right we find, at a distance of approximately 
1, of an inch below the upper border of defendant’s label, the 
legend in large capitals, “Net Weight 151% oz.” These capitals are 
perhaps double the size of those on plaintiff's label, but occupy 
about the same relative position on the label. About 14 of an inch 
below the center of the above legend is a gilt bracket, or scroll 
work, and beneath this is the legend, “Empty Contents Immediately 
After Opening.”’ 

To the right of this legend and occupying relatively the same 
position as on plaintiff's label is a picture of a Chinook salmon in 
the same attitude as on plaintiff's label and so nearly resembling 
plaintiff's picture that it might be taken to have been printed from 
the same cut. There is a slight difference in the shading of the 
back, but this is only perceivable upon close examination. Imme- 
diately under the pectoral fin are the words “Spring Catch,” and 
above and immediately to the right of the caudal fin is the legend, 
“Fancy Columbia River,” in small black capital, and to the right is 
the legend, “Royal Chinook Salmon Finest Quality.”” The words 


“Roval Chinook, Finest Quality,” are printed in small dark capi- 
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tals, and the word “Salmon” is embossed in rather large gilt capi- 
tals. Immediately below this is a scroll 2 inches in length by 
over 4 an inch in breadth in the center, grooved or indented at 
each end approximately into a half circle, reducing the width near 
the ends to about 14 of an inch, and these indentations, are filled by 
the picture of a peacock feather in gilt. The scroll has a very nar- 
row gilt border. Inside of this scroll, on a vermilion background, 
appears the legend, “Packed By Point Adams Packing Co. Ham- 
mond, Oregon,” printed in small white capitals. 

The labels for the smaller cans have corresponding similarities 
and dissimilarities, but it is impracticable to describe them here. 
The two here described will serve as a type. 

Having thus attempted to give a word picture of the two com 
peting labels, we will endeavor to point out, first, the similarities 
between them, and thereafter the marks that distinguish them. 

The first similarities are the size, shape, and color of the labels. 
In these respects the labels are identical. The size is almost neces- 
sarily the same, due to the size of the cans, which we take judicial 
notice, is a common size in most of the canneries on the Pacific 
Coast. The color of the labels is one which any cannery has a right 
to use, as nobody can monopolize a color, although it may be con- 
sidered in connection with other similarities in determining whether 
defendant is so using it to pass off its goods as the goods of its 
competitor, and especially when, as here admitted by the demurrer. 
its goods are an article inferior in quality to those of its competitor. 
The used “Salmon” occurs in both, but nobody contends that this 
word can in itself constitute unfair competition, and in the present 
instance this word is placed in a different position and embossed in 
different colors upon defendant’s label. The caution to empty the 
can immediately upon opening is one commonly found upon all 
canned goods, and in the present instance is not placed upon de- 
fendant’s label in the same position or with the same lettering as 
upon plaintiff’s labels. The picture of the salmon is identical and 
placed almost on the same place on both labels, but an examination 
of the labels filed for copyright and upon the shelves of our mer- 


chants here shows that the cut of a salmon is a favorite device and 
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common to most salmon labels, and in some the fish is shown 
practically in the same attitude as here, although the same blue 
background has not been noted. It seems to be a standard cut. 
At a glance there is a similarity in the vermilion scrolls, but, as 
will be seen by a comparison of the descriptions, there are essential] 
dissimilarities in size and construction, and the name of the de 
fendant appears plainly upon the scroll of its label. 

The dissimilarities are so marked that it would seem that a 
person of ordinary observation, buying by brand could not fail to 
distinguish between plaintiff’s brands and those of defendant. The 
difference between the vignette of the fisherman drawing in his net 
and the peacock spreading its tail, the vermilion scroll immediately 
beneath the vignette with the gilt-embossed word “Salmon,” both 
of which are absent from defendant's picture, are matters which 
would serve at once to attract the attention and remain in the mem 
ory of the purchaser. The words “Gillnetter’s Best,’ immediately 
above the vignette and similarly embossed and conspicuous, are 
eatchwords that would be retained and their absence noted. The 
medals would also be likely to be noted and remembered. and the 
large and conspicious scroll at the right end of the label, with the 
plaintiff's name and the location of its cannery upon it, are matters 
which would be likely to attract the attention of a retail buver.. 

It is a matter of common knowledge that the wholesaler pur- 
chasing from a cannery, or a jobber purchasing from a wholesaler, 
does not purchase by examining the labels on the cans. He calls 
for a particular brand from a particular cannery and has his remedy 
if an inferior article is furnished him. His purchase is more by 
the name of the manufacturer and his knowledge of his wares than 
by any other circumstance. Neither does the retail buyer usually 
eo into a store and say, “I want to purchase a can of salmon that 
has a blue label.” If he knows anything about salmon and has had 
favorable experience with any particular brand, he calls for that 
brand, and if he has ordinary powers of observation and exercises 
them, he takes some care to see that he gets it. 


Counsel for appellant has presented a very able brief, and the 


distinction made by him between cases involving unfair competition 
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ind those involving technical infringement of copyright are so 
clearly drawn that the temptation to discuss them is great, but space 
forbids. It may well be conceded that there is a more liberal rule 
in cases of unfair competition than in those of infringement of 
copyright, which latter are merely a branch of the general law 
relating to unfair competition. The reason for this is that infringe- 
ment of copyright may be in many cases merely a technical wrong, 
while cases of unfair competition always appeal to the conscienc: 
of the chancellor, not only, as some courts say. in the interest of 
the general public, but also in the interest of a manufacturer who 
has a property interest in his business, which a rival has no right to 
detract from by passing off his own goods for those of his rival. 
and especially where the goods so passed off are of an inferior 
quality. Counsel for appellant has alluded to the confused state 
of the decisions as to what constitutes the test of unfair competition. 
\s stated, there is a very great divergence in the authorities, and 
we feel ourselves safe in adhering to the test laid down by this 
court in the case of Columbia Engineering Works v. Mallory, 75 
Or. 542, 547, 147 Pac. 542, 544, in which we said, speaking through 
Mr. Justice Harris, who quoted with approval the following excerpt 
from 38 Cyc. 773: 

“In order to make out a case of unfair competition, it is not necessary 
to show that any person has been actually deceived by defendant's conduct 
and led to purchase his goods in the belief that they are the goods of 
plaintiff, or to deal with defendant thinking he was dealing with plaintiff 
It is sufficient to show that such deception will be the natural and probable 
result of defendant’s acts. But either actual or probable deception and 
confusion must be shown, for, if there is no probability of deception, there 
is no unfair competition. In close cases, where the deceptive tendency is 


not clear, equity will withhold its hand until actual deception has resulted. 
Mere possibility of deception is not enough.” 


In that case, which was quite as strong for the plaintiff in 
many of its features as the case at bar, we examined the authorities 
with great care and find no reason to deviate from the test there 
prescribed. 

For a test as to what constitutes an ordinary buyer we turn to 
Vueller Mfg. Co. v. A. Y. McDonaly & Morrison Mfq. Co. (C. C.) 
164 Fed. 1001. 1003, where it is said: 
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“A purchaser of goods is required to exercise reasonable care in ex- 
amining them to ascertain that he gets what he wants. * * *” 

We are of the opinion that such a person, exercising such care 
would not be beguiled into purchasing defendant’s goods under the 
impression that they were the goods of plaintiff. 


The decision of the circuit court is affirmed. 


Dattas PLuMBinG Company v. Datias County Piumpine Co. 
(253 S. W. Rep. 308) 


Court of Civil Appeals of Texas 
June 9, 1925 


Trape-Marks AND Trape-Names—Unrair Comperirion—Ust or Sami 

Name IN CompetTinGc Business—APpPreEAL—AFFIRMAL. 

The name “Dallas Plumbing Company” used by appellee in a 
plumbing business, is not so similar to the name “Dallas County Plumb- 
ing Company,” employed with priority by appellant in the same busi- 
ness, as to lead the public, using such reasonable care as it is capable 
of exercising, to mistake the one for the other; and the decree of the 
lower court denying a preliminary injunction is affirmed. 

In equity. From a denial of a temporary injunction, plaintiff 


appeals. Affirmed. 


Whitehurst & Read and T. H. Betts, all of Dallas, Tex., for 
appellant. 

Rasbury, Adams, Stennis & Harrell of Dallas, Tex., for ap- 
pellee. 


Jones, C. J.: | Both appellant and appellee are doing a general 
plumbing business in the city of Dallas. Appellant has been doing 
business under the name of “Dallas Plumbing Company” for a 
period of about 20 years. Until the year 1914 the name was used 
to designate a copartnership, but during the year 1914 it was incor- 
porated and the same name adopted as its corporate name. Ap- 
pellee uses the name of “Dallas County Plumbing Company” merely 


as a trade-name. When the name was first adopted the business 
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was operated by the present owner, J. F. Grimm, and one Boone. 
as a copartnership. At a later time appellee Davis was interested 
in the business as a partner with Grimm; but, at the time the suit 
was filed, appellee J. F. Grimm was the sole owner of the business, 
Davis having no interest in it whatever. The suit was filed by ap- 
pellant praying for an injunction restraining appellees Grimm and 
Davis from using “Dallas Plumbing Company” in its trade-name, 
and restraining them from advertising their business in the city of 
Dallas, Tex., by using “Dallas Plumbing Company” in connection 
with its name, and also for damages alleged to have been occasioned 
it by the use of the name adopted by appellee. 

The application for a temporary writ of injunction was set 
down by the court for hearing, and, at said hearing, appellees filed 
an answer denying all of the equities set up in appellant’s petition. 
After a hearing on the issues thus joined by appellant’s sworn peti- 
tion and appellee’s sworn answer, the court denied the prayer for 
a temporary writ of injunction, and the case is brought to this 
court for review. 

The court necessarily found against appellant on its charge of 
appellee’s having adopted the name under which he was doing busi- 
ness for the fradulent purpose of securing patrons that otherwise 
would have gone to appellant; also, on its charge that use was made 
by appellee of such name for the purpose of deceiving the public 
and the patrons of appellant by causing them to believe they were 
giving their business to appellant. The question then to be decided 
by this court is: Are the two names so similar as that any person 
with such reasonable care and observation as the public generally is 
capable of using, and may be expected to exercise would mistake 
the one for the other and deal with the one business concern when 
he intended to deal with the other? Caffarelli Bros. v. Western 
Grocer Co., 102 Tex. 104, 127 S. W. 1018. The trial court neces- 
sarily decided that such was not the case, and we do not believe 
there was such an abuse of discretion as would call for a reversal of 
the judgment. For over a year and one-half appellee had been 
permitted to use the name adopted without any complaint from ap- 


pellant. During that time perhaps a business had been built up 
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connected with the name adopted. It may be that upon a final 
trial of the case facts might be developed that would warrant a jury 
in finding that appellee, in choosing the name so similar to the name 
of appellant, was guilty of unfair competition; but we do not feel 
warranted in advance of a trial upon the merits of the case to de 
stroy whatever appellee had biilt up by reason of the name adopted. 
and we therefore affirm the judgment of the lower court. 
Affirmed. 





Postum CEREAL Co., Inc. v. Catirornia Fig Nutr Co. 
(142 Ms. Dee. 420) 


In the United States Patent Office 


February 26, 1923 


Nuts” anp “Fig Nuts” ror CereEaL—CuarGeE oF DECEPTIVENESS NO1 

SUSTAINED. 

In a suit for the cancellation of the mark “Fig Nuts,” as applied 
to cereal, brought under the provisions of the Act of March 19, 1920, on 
the ground of the registration to petitioner of the words “Grape Nuts” 
for cereal, held that respondent’s contention that the latter mark was 
deceptive was without merit, inasmuch as there is no natural product 
known as “grape nut,” and the words have, by the wide publicity 
given them, come to be identified solely with petitioner's goods. Re 
spondent’s mark, “Fig Nuts,’ on the other hand, held not to be de 
ceptive, but rather descriptive, as containing four and one-half pet 
cent. of figs and nuts. 

Same—Same—Same—Liiasiriry tro Conrvsion—F ics” Nor so SmMILAr TO 

“GRAPE” as TO Cause CONFUSION. 

The words “Figs and Nuts” are not so like “Grape Nuts,” both 
used on the same class of goods, as to cause conflict in trade, as the 
word “Nut” is common to both, but less striking than the remaining 
words which are wholly dissimilar in spelling, sound, appearance and 
significance. 

Trape-Marks—Recistration—Acr or 1920 Constrven. 

The Act of March 19, 1920, does not prohibit the registration of 
descriptive marks; the proviso clause of Sec. 1 (b) should read, 
“Trade-marks which are so nearly identical with a known mark—as 
to be likely to cause confusion or mistake in the mind of the publi: 
or to deceive purchasers shall not be placed on this register”; and the 
word “exclusive” in Sec. 1, B, of the Act is intended to state a neces 
sary condition to registration, under the one-year clause, of marks of 
the character there specified. 


‘Trape-Marks anp ‘Trape-NAmMes—Peririon ror CAaNcELLATION—"“GRAPE | 
| 
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On appeal from the decision of the Examiner, dismissing a 
petition for cancellation. Affirmed. 


Frank F. Reed, Edward 8S. Rogers and Francis L. Browne, of 
Chicago, Ill., for Postum Cereal Co., Ince. 


Arthur E. Wallace, of Chicago, Ill., for California Fig Nut 
Co. 
Kinnan, F. A. C.: The Postum Cereal Co.. Inc., owner of the 


mark “Grape Nuts” as applied to a cereal, has, by its counsel, 
brought a petition, under the provisions of Section 2 of the Trade 
Mark Act of March 19, 1920, praying the cancellation of the mark 
‘Fig Nuts,’ used with the pictorial representative of figs and pea 
nuts, registered by the California Fig Nut Co. and applied to a 
cereal. The Examiner of Trade-Mark Interferences decided the 
petitioner corporation is not injured, within the meaning of Section 
2 of the Act, and dismissed the petition. From this holding, appeal! 
has been taken. 


Respondent admits that the petitioner is the owner of the mark 


‘Grape Nuts” applied to a cereal breakfast food, and has used this 
mark upon the packages containing its product, and has continued 
without interruption for several years, this use in interstate and 
foreign commerce. There is no dispute as to the wide use of this 
name throughout this country and in some foreign countries. It is 
also admitted by respondent that petitioner has caused this mark to 
be widely and favorably known and to constitute a valuable asset 
of petitioner’s business. 

The points raised in this appeal involve some necessary inter 
pretations of the Act of March 19, 1920, under which respondent 
registered its mark, but it is thought unnecessary to enter into an 
elaborate discussion of this Act in order to determine the case at 
bar. It will be sufficient, however, to note that unless and until 
this Act has been differently interpreted by a Court of competent 
jurisdiction, the following construction upon the Act is warranted: 

First, the Act was intended for the relief of those parties who 
wished to avail themselves of registration in those countries which 


were members of the convention held at Buenos Aires, August 20. 
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1920, but who were unable to register their marks under the 1905 
Act, as amended. Second, under this Act of 1920, descriptive 
marks are not prohibited registration. Third, the proviso clause of 
Section 1 (b) should be construed to read: 

“Provided, That trade-marks which are so nearly identical with a 


known trade-mark * * * as to be likely to cause confusion or mistake in 


the mind of the public or to deceive purchasers shall not be placed on 
this register.” 


Fourth, the word “exclusive” found in Section 1, B, of the Act 
is intended to state a necessary condition to registration, under the 
one year clause, of marks of the character there specified. In con- 
nection with this construction of the Act, attention is invited to 
the opinion of the Solicitor of the Department of the Interior, 
quoted in 277 O. G. 187; C. D. 1920, p. 69. 

In connection with this view, the statement of Justice Robb of 
the Court of Appeals, D. of C. in the case of Charles R. Long, Jr., 
Co. (280 Fed. Rep. 975; 303 O. G. 898 [12 T. M. Rep. 176]) has 
not been overlooked. 

In that case the mark was sought to be registered under the 
February, 1905, Act, as amended, and the paragraph of the opinion 
referring to the March, 1920, Act was in the nature of an obiter 
dictum, and was not necessary to the decision of the issue before 
the Court. With this interpretation of the Act, a finding as to the 
points raised in the appeal will not be difficult. 

Respondent contends that the petitioner is not the owner of 
a valid trade-mark because the mark is deceptive by reason of its 
being applied to a food which contains neither grapes nor nuts. 
After pointing out various instances where the name “grape” and 
the name “nut” have been applied to products possessing neither 
grapes nor nuts, the Examiner of Trade-Mark Interferences came 
to the conclusion that petitioner’s mark was fanciful and had become 
recognized as a mark indicating the particular products, and that 
there was nothing deceptive, within the meaning of the statute, in 
using such a mark. This conclusion is believed to be sound. There 
is no natural product known as a “grape nut.” The bringing 


together of the two words does not result in terms which describe 
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any product known prior to the use of the mark by petitioner. The 
public have been taught, by the wide publicity given to petitioner's 
mark, to associate the mark with the particular kind of goods and 
it is not believed that there is any merit in the contention of re- 
spondent that petitioner's mark is deceptive (Coca-Cola vy. Koke 
Co. of America, 254 U. S. 148 [10 T. M. Rep. 241]}). 

Petitioner has contended that respondent’s mark is deceptive, 
by reason of the small percentage of figs and nuts included in the 
compound. As well set forth by the Examiner, it would appear 
but a fair interpretation to hold that four and one-half per cent. of 
these two materials, figs and nuts, would be sufficient to justify the 
use of these terms and render them descriptive, rather than de- 
ceptive. Even if there is no difference in taste, by reason of the 
presence of the fig and nut ingredients, there is reason to hold the 
flavor may be affected by such ingredients, and, as noted by the 
Examiner, this is sufficient to support the respondent’s right to use 
these terms comprising the mark. In view of the construction of 
the Act, under which respondent registered the mark, as above 
noted, there is no objection to the registration by reason of the 
mark being descriptive. 

With the disposition of the appeal which seems to me justified, 
it is unnecessary to state whether the respondent is entitled to main- 
tain his mark because it is descriptive, without reference to whether 
there is damage to petitioner. ‘There is considerable confusion in 
adjudicated cases, where each mark alleged to be in conflict is a 
secondary mark. 

Where the two words of a mark are equally important, and 
unusual courts have frequently, although not uniformly, held that 
if the first word of each of the two marks is the same the marks 
infringe, see the case of Griggs Cooper & Co. v. Federal Coffee 
Mills Co. (240 O. G. 888, 46 App. D. C. 817 [7 T. M. Rep. 281]) 
in which “Home Pride” was held to infringe “Home Brand”; also 
the case of Nafziger v. Schulze Baking Co. (240 O. G. 941; 46 
App. D. C. 292 [7 T. M. Rep. 277]), in which “Butter-Cream” 
was held to infringe “Butter-Nut” and “Butter Krust.” In in- 


stances where each of the two marks had the first words dissimilar, 
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and the second words similar, and their first words were the more 


distinctive words, infringement has frequently been held lacking. 


A recent case is that decided by the Court of Appeals, District 
of Columbia (807 O. G. 285). Stephen L. Bartlett Co. v. Arbuckle 
Brothers {18 T. M. Rep. 22] where the marks ““Havesome” and 
‘Drinksum”’ were held not deceptively similar. See also Valvoline 
Oil Co. v. Havoline Oil Co. [4 T. M. Rep. 257], where “Valvoline”’ 
was held not to infringe “Havoline.”’ 

In the Coca-Cola cases cited by petitioner, there does not ap- 
pear to be an instance which is persuasive in the present case, as 
the distinction between the registered mark and the mark of the 
infringer would seem to have been less than in the instant case. 
Without discussing the various cited cases further, it would seem a 
fair conclusion that the two marks are not so nearly similar as to 
cause conflict in the trade. The word “nut,” common to both marks, 
is the less conspicuous word, is the second word, not so striking as 
the tirst word of each mark and not so likely to be retained in the 
mind of the purchaser as is the first word of each second word 
mark. The first words being wholly dissimilar in spelling, sound, 
ippearance and significance, it would appear there is not any prob- 
ability of conflict in the minds of average purchasers. There does 
not appear to have been submitted any proof of actual conflict. 

It would seem, therefore, that the petitioner has not shown 
damage under the section of the Act. 


The decision of the Examiner of Interferences is affirmed. 





